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Remarks 



Claims 1-28 are pending in the application. Claims 
4 and 14 were objected to. No amendments have been made. 
Reconsideration is respectfully requested. 



Rejections Under 35 U.S.C. § 103 

Claims 1-3, 5-13, and 15-28 were rejected as being 
unpatentable over Ellenberg in view of Gregory et al . In a 
telephone message, the Examiner indicated that U.S. Patent No. 
4,759,484 to Richter should be substituted for Gregory et al . 
Therefore, Applicant will refer to Richter where the Examiner 
made mention of Gregory et al . The rejection of the claims 
over Ellenberg et al . in view of Richter is respectfully 
traversed . 

In making the rejection, the Examiner stated: 



It would have been obvious to one of 
ordinary skill in the art at the time the 
invention was made to modify the Ellenberg 
et al . device by substituting a tractor- 
feed arrangement, as for example, shown by 
[Richter] for the non-tractor feed 
arrangement of Ellenberg et al . , wherein 
so doing would merely amount to the 
substitution of one type of web feed 
arrangement for another which would work 
equally well in the web feed art . w Office 
action, at 2 . 

Applicant strongly disagrees. 

First, the tractor drive described in Richter et al . 
is described as a part of a mechanical printer. The field of 
printers is clearly non-analogous to the field of balloon 
filling and therefore is too remote to be treated as prior 
art. The Federal Circuit stated: 

Two criteria have evolved for determining 
whether prior art is analogous: (1) whether 
the art is from the same field of 
endeavor, regardless of the problem 
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addressed, and (2) if the reference is not 
within the field of the inventor's 
endeavor, whether the reference still is 
reasonably pertinent to the particular 
problem with which the inventor is 
involved . 

In re Clay, 23 USPQ2D 1058, 1060 (Fed. 
Cir. 1992) . 

First, the Richter patent is from a different field than 
Applicant's claimed invention field. Richter applies to the 
field of printing. In contrast, the present invention is 
concerned with the field of balloon inflation. Second, the 
reference is still not reasonably pertinent to the particular 
problem with which the inventor is involved, as Richter was 
not concerned with the efficient filling of balloons. 
Therefore, Applicant respectfully submits that the reference 
should not be treated as prior art . 

Even if the Richter reference is treated as prior 
art, Applicant respectfully submits that there is no 
motivation or suggestion to combine Ellenberg et al . with 
Richter. Ellenberg et al . fails to teach or suggest that its 
"non tractor feed arrangement , " as referred to by the 
Examiner, should be substituted with the "'tractor feed 
arrangement" of Richter, as referred to by the Examiner. 
Ellenberg' s non-tractor feed arrangement includes a drive 
wheel with four equally spaced apart, projections 
circumf erentially dimensioned. A belt carrying balloons and 
having central openings that align with the projections is 
pulled by the drive wheel. There is no teaching or suggestion 
that the drive wheel should be substituted for the tractor- 
drive mechanism of Richter or for any other guide mechanism 
for that matter. "Modif ication unwarranted by the disclosure 
of a reference is improper." Carl Schenck, A.G. v. Nortron 
Corp., 218 USPQ 698, 702(Fed. Cir. 1983). Here, the Ellenberg 
et al . reference fails to teach or suggest a modification, 
thus modification of Ellenberg et al . is improper. 
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As quoted above, the Examiner stated substitution of 
the non-tractor feed arrangement of Ellenberg et al . with the 
tractor drive Applicant's claimed invention "would merely 
amount to the substitution of one type of web feed arrangement 
for another which would work equally well in the web feed 
art." However, the reference fails to teach or suggest that 
the modification would work equally well or would in some 
manner be advantageous. It is axiomatic in patent law that, 
"prior art references in combination do not make an invention 
obvious unless something in the prior art reference would 
suggest the advantage to be derived from combining the 
teachings." In re Sernaker, 217 U.S.P.Q. 1, 6 (Fed. Cir. 1983) 
(emphasis added) . Nothing in the cited art teaches or suggest 
any advantage to be derived in the machine of Ellenberg et al . 
from the substitution. Instead, the Examiner is providing his 
own suggestion for modification of the Ellenberg et al . 
reference . 

Applicant respectfully submits that the Examiner 
must refrain from using the teachings of the current 
specification in determining obviousness. The Federal Circuit 
articulated this well established rule as follows: 

It is wrong to use the patent in suit 
as a guide through the maze of prior art 
references, combining the right references 
in the right way so as to achieve the 
result of the claims in suit. Orthopedic 
Equipment Co. v. U.S., 217 USPQ 193,199 
(Fed. Cir. 1983) 

Further, if the non-tractor feed mechanism of 
Ellenberg et al . , including the drive wheel having a single 
line of projections, were substituted for the tractor feed of 
Richter, a pair of wheels having feed pins along two sides of 
each of the wheels, the main principle of operation of 
Ellenberg et al . would be modified. Specifically, the belt of 
balloons of Ellenberg et al . , lacks in openings that would 
correspond to the feed pins of the pair of wheels. Therefore, 
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the belt could not be fed into the tractor drive. Ellenberg 
et al . state, that an object of the invention is to provide a 
machine that "operates to deliver to the consumer or user of 
the machine a balloon which is fully inflated preferably with 
a mixture of air and helium." Ellenberg et al . , col. 1, lines 
56-59. Because the belt of Ellenberg et al . could not be fed 
into the tractor drive, balloons would not be inflated and 
dispensed, thus modifying a principle of operation of 
Ellenberg et al . Modification of a principle of operation is 
not permissible when making an obviousness determination. The 
MPEP explicitly articulates this rule as follows: 

If the proposed modification or combination of the 
prior art would change the principle of operation of the prior 
art invention being modified, then the teachings of the 
references are not sufficient to render the claims prima facie 
obvious. M.P.E.P. § 2143.02, 2100-127 (February 2003) (citing 
In re Ratti, 123 U.S.P.Q. 349 (CCPA 1959)). 

Independent claims 1 and 13 recite the elements of 
"a tractor drive having two sets of a plurality of projecting 
pins respectively mounted on a pair of rotatable members" and 
"a web having: two sets of a plurality of evenly-spaced 
perforations, said sets of perforations parallel to each other 
along each side of a length of the web, wherein the plurality 
of perforations are sized to fit the projecting pins...." 
Independent claim 23 recites, "providing a plurality of 
evenly- spaced perforations on opposed sides of the web" and 
"engaging the perforations in the web with two sets of pins on 
a tractor drive...." These elements are not taught or suggested 
by the cited references for at least the reasons provided 
above. Therefore, the independent claims are non-obvious over 
the cited art. Thus, dependent claims 2-12, 14-22, and 24-28 
are novel and non-obvious over the cited references for at 
least the same reasons provided above with regard to the 
corresponding dependent claims. 
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Objections to Claims 

Applicant respectfully submits that in the Office 
action summary, the Examiner indicated that claims 4 and 14 
were objected, however, the Examiner has failed to indicate 
the exact nature of the objection to the claims in the Action. 
Applicant respectfully requests that the Examiner indicate the 
nature of the objection. 



4 and 14 are novel and non-obvious for at least the reasons 
provided above with regard to independent claims 1 and 13, 
respectively. 

Conclusion 

For at least the reasons provided above, Applicant 
respectfully submits that claims 1-28 are in condition for 
allowance. Accordingly, a Notice of Allowance is respectfully 
requested. 



Further, Applicant respectfully submits that claims 
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